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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. 



Receipt of Amendments/Remarks filed on August 15, 2008 is acknowledged. Claims 
1-35 were cancelled. Claims 47 and 48 were added. Claims 36-48 are pending and are 
being examined for patentability. 



Double Patenting 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 36 and 37 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 7,250,174 B2 in 
view of Greenspan (WO 98/1 1853) and Yli-Urpo et al. (US Patent 5,762,950). Although 
the conflicting claims are not identical, they are not patentably distinct from each other 
because the instantly claimed subject matter embraces or is embraced by US Patent 
7,250,174 B2 ("174") 

Instant claims 36 and 37 are drawn to a method for preserving cosmetic 
compositions comprising the use of bioactive glass comprising silicon dioxide, calcium 
oxide, phosphorus oxide, and sodium oxide. The only difference between the invention 
of the instant application and that of US Patent 7,250,1 74 B2 is that the instant 
invention requires different percent ranges of the oxide particles and it additionally 
contains CaF 2 ,B 2 0 3 ,K 2 0, MgO, and hydroxyapatite. Greenspan teaches a 
bacteriostatic bioactive glass composition comprising from 40 to 60 percent by weight 
of Si02, from 10 to 30 percent by weight of CaO, from 10 to 34 percent by weight of 
Na20, from 2 to 2 percent by weight of P205, from 0 to 25 percent by weight of CaF2, 
from 0 to 10 percent by weight of B203, from 0 to 8 percent by weight of K20, and from 
0 to 5 percent by weight of MgO( see abstract and claims 1 and 2). Yli-Urpo et al. teach 
a bioceramic system for delivery of a bioactive compound, which comprises a 
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combination of bioactive glass, bioactive glass ceramic or bioactive ceramic, 
hydroxyapatite (abstract). One of ordinary skill in the art would have been motivated to 
do so with the expected result of an enhanced particulate bioactive glass composition 
having effective antimicrobial properties that are small enough to incorporate into any 
cosmetic formulation. From this extensive overlap of subject matter, one of ordinary 
skill in the art would recognize that the same product is produced in the Patent ("174'). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 



The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 36-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shimono et al. (US Patent 5,290,544) in view of Greenspan (WO 98/1 1853) and Yli- 
Urpo et al. (US Patent 5,762,950). 

Applicant's Invention 

Applicant claims a method of preserving a perishable cosmetic preparation 
comprising adding : bioactive glass particles with particle sizes less than or equal to 
1 0mm with the cosmetic preparation containing .1 to 7 percent by weight of the 
bioactive glass particles wherein the bioactive glass particles consist of from 40 to 90 
percent by weight of Si02, from 4 to 45 percent by weight of CaO, from 0 to 1 0 percent 
by weight of Na20, from 2 to 16 percent by weight of P205, from 0 to 25 percent by 
weight of CaF2, from 0 to 40 percent by weight of B203, from 0 to 8 percent by weight 
of K20, and from 0 to 5 percent by weight of MgO; wherein the said bioactive glass 
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particles contain calcium and phosphorous in relative amounts that are sufficient for 
formation of a hydroxyapatite layer on contact with an aqueous medium; and an 
aqueous or alcoholic solvent 



Determination of the scope and the content of the prior art 
(MPEP 2141.01) 



Shimono et al. teach a method of preserving a cosmetic preparation, preferably 
used as those containing water in a recipe, in the form of a skin lotion, make- 
up(foundation and eye-shadow), and lipstick, wherein the said method comprises 
adding to said cosmetic preparation an effective amount of from about .5 to about 2.5% 
of a particulate bactericidal bioactive glass composition; wherein the said particulate 
bactericidal bioactive glass composition may comprise : B203, Si02, Na20, P205, 
CaO, and MgO; wherein said particulate bactericidal bioactive glass composition has 
particulate diameters of less than or equal to about 20 urn, preferably less than or equal 
to about 10 um, and more preferably less than or equal to about 5um (abstract; column 
1 , lines 6-1 6,38-41 and 46-53; column 2, lines 3-64; column 3, lines 3-1 1 , 36 and 47; 
column 4, lines 18 and 32; column 5, line 33; column 6, lines 17 and 33; column 7, lines 
9 and 27; claims 1 and 3-6). 
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Ascertainment of the difference between the prior art and the claims 
(MPEP 2141.02) 

The difference between the invention of the instant application and that of 
Shaimono et. al. is that the instant application requires the use of bioactive glass 
particles that consist of from 40 to 90 percent by weight of Si02, from 4 to 45 percent by 
weight of CaO, from 0 to 10 percent by weight of Na20, from 2 to 16 percent by weight 
of P205, from 0 to 25 percent by weight of CaF2, from 0 to 40 percent by weight of 
B203, from 0 to 8 percent by weight of K20, and from 0 to 5 percent by weight of MgO 
as opposed to the use of only B203, Si02, Na20, P205, CaO, and MgO. For this 
reason, the teaching of Greenspan is joined. Greenspan teaches a bacteriostatic 
bioactive glass composition wherein said bioactive glass has a particle size range less 
than 2 microns wherein said composition comprises from 40 to 60 percent by weight of 
Si02, from 10 to 30 percent by weight of CaO, from 10 to 34 percent by weight of 
Na20, from 2 to 2 percent by weight of P205, from 0 to 25 percent by weight of CaF2, 
from 0 to 10 percent by weight of B203, from 0 to 8 percent by weight of K20, and from 
0 to 5 percent by weight of MgO( see abstract and claims 1 ,2, and 5). 

Another difference between the invention of the instant application and that of 
Shimono et al. is that the instant invention requires the use glass particles that form a 
hydroxyapatite surface layer when in contact with an aqueous medium as opposed to 
being silent. For this reason, the teaching of Yli-Urpo et al. is joined. Yli-Urpo et al. 
teach a bioceramic system for delivery of a bioactive compound, which comprises a 
combination of bioactive glass, bioactive glass ceramic or bioactive ceramic, 
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hydroxyapatite, optionally one or more other calcium phosphate compound and 
optionally a matrix, and which may incorporate into the bioceramic system a 
bioactive compound(abstract). Yli-Urpo et al. teach that bioactive glass, glass ceramic 
or ceramic reacts with water by forming a reactive silica-rich layer and a layer rich in 
calcium and, if present, phosphorous (column 1 , lines 25-28). Additionally, Yli-Urpo et 
al. teach that when hydroxyapatite is combined with bioactive glass, glass ceramic, or 
ceramic, an interphase reaction starts and reactive interphases are formed which is 
activated by an electrolyte, such as, water (column 3, lines 8-14). 



Finding of prima facie obviousness 
Rationale and Motivation (MPEP 2142-2143) 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the bioactive glass compositions of Greenspan and Yli-Urpo 
et al. to arrive at a method of preserving a perishable cosmetic preparation using 
particulate bactericidal bioactive glass composition that has particulate diameters of less 
than or equal to about 20 urn, preferably less than or equal to about 10 urn, and more 
preferably less than or equal to about 5pm as taught by Shimono et al. (abstract) . One 
of ordinary skill in the art would have been motivated to do so with the expected result 
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of an enhanced particulate bioactive glass composition having effective antimicrobial 
properties that are small enough to incorporate into any cosmetic formulation. . 

Examiner's Response to Applicant's Remarks 

Applicant's arguments filed on August 18, 2008 have been fully considered but 
they are not persuasive. Applicant argues that Greenspan does not disclose or 
suggest that their bioactive glass composition would be useful in preserving cosmetic 
compositions and that there is no teaching in Greenspan that the bioactive glass 
composition disclosed have antimicrobial action. However, the teaching of Greenspan 
was brought in to show that the use of a bioactive glass composition having a 
bacteriostatic effect (see page 12 of Greenspan) consisting of the claimed components 
and weight percentages was known at the time of the instant invention. Hence, whether 
the formulation would be useful in preserving cosmetic compositions would not preclude 
one of ordinary skill from its selection. It is duly noted that the composition of the prior 
art is the same as Applicant's composition. Thus, the skilled artisan would recognize 
that a composition is inseparable from its properties. Hence, all the properties 
associated with Applicant's compositions would also be possessed by the compositions 
of the prior art.Additionally, the Examiner wants to point out that a composition that 
consists of the same components will possess the same properties and therefore lead 
to identical and desired results. Products of identical chemical composition cannot have 
mutually exclusive properties." A chemical composition and its properties are 
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inseparable. Therefore, if the prior art teaches the identical chemical structure, the 
properties applicant discloses and/or claims are necessarily present. In re Spada, 91 1 
F.2d 705, 709, 15 USPQ2d 1655, 1658(Fed. Cir. 1990) 

Applicant additionally argues that Yli-Urpo et al. donot disclose or suggest that 
their hydroxyapatite and/or bioactive glass have a bacteriostatic effect. However, the 
teaching of Yli-Urpo was bought in to show that the use of a bioactive glass composition 
comprising hydroxyapatite was known at the time of the instant invention. Hence, 
whether the composition as disclosed by Yli-Urpo having a bacteriostatic effect would 
not preclude one of ordinary skill from its selection. 

Examiner's Response to Applicant's Second Declaration of Facts Filed 
Under 37 C.F.R. 1.132 

Applicant's Second Declaration of Facts Filed Under 37 C.F.R. 1 .132 filed on 
August 15, 2008 has been fully considered but is not persuasive. Applicant argues that 
bioactive glass particulates with a particle size that is less than or equal to 10 urn, 
preferably 4 urn has unexpectedly better antibacterial action (see pages17-19 of 
Applicant's Remarks filed on August 15, 2008) as supported by the test data in the 
enclosed Declaration 1 .132 affidavit. However, Shimono et al. teach the use of 
bioactive glass particulates that is less than or equal to 10um (see column 4, Iine32)). 
Applicant relies on particle size to show unexpected results. However, this is not 
persuasive because the prior art teaches the same particle size. 
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Conclusion 

None of the claims are allowed. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through Private PAIR 
Only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the Electron 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Courtney Brown, whose telephone number is 
571-270-3284. The examiner can normally be reached on Monday-Friday from 8 am 
to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Courtney A. Brown 
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Patent Examiner 
Technology Center! 600 
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/Johann R. Richter/ 

Supervisory Patent Examiner, Art Unit 1616 



